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p erjod fo7 Re^ MUNG MTE ° f °" S communication a PP ears 0" ">e cover sheet with the correspondence address - 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION J ( ' 

- SK^J^^^^ lnnoev e n, h o W e Ve r. m a y a re p, ybefime , yfiled 

Status 

1 )□ Responsive to communication(s) filed on . 

2a)D This action is FINAL. 2b)B This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11 453 O G 213 

Disposition of Claims 

4) ^ Claim(s) 12 and 13 is/are pending in the application. 
4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^ Claim(s) 12 and 13 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) 13 The drawing(s) filed on 23 August 2001 is/are: a)H accepted or b)Q objected to by the Examiner. 
Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

11) D The proposed drawing correction filed on is: a)D approved b)Q disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) G3 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)ISI All b)D Some*c)Q None of: 

1 .□ Certified copies of the priority documents have been received. 

2.M Certified copies of the priority documents have been received in Application No. 08/930.798 . 

3-D Copies ; of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 1 7 2(a)) 
See the attached detailed Office action for a list of the certified copies not received. 

14) Q Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

i«ra a) ° translation of the fore '9 n lan 9uage provisional application has been received 

15) Bg Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 
Attachment(s) 

Notice of References Cited fPTO-892* , 4 n , . . 

9 v J— I Mrtf . . n . , „ v ' 4)|_J Interview Summary (PTO-41 3) Paper No(s) 

2) LJ Notice of Draftsperson's Patent Drawina Review (PT<Xqar\ =\ n m *• * . * v " 

v I5?l inf~r™« rv ^ u,dW,n 9 review \" i u-948) 5) |_| Notlce of | n f onrna | Patent Application (PTO-152) 

3) Kl Information Disclosure Statements) (PTO-1449) Paper No(s) 3 .(JpM^ 6) □ Other: 
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1 . It is noted that instant claims 1 2 and 1 3 appeared in parent application 
08/930,798 as claims 10 and 1 1 , respectively. Claims 10 and 1 1 were prosecuted in 
said parent application, and the following art rejections from the 798 application are 
repeated below over instant claims 12 and 13. 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

™E2 °n tt a I b ! en ?' ed t0 3 patent unless ~< e) the invention was described in (1 ) an application for 
patent, published under section 122(b), by another filed in the United States before the invention bv 
he apphcant for patent or (2) a patent granted on an application for patent by anoTher fi edln the 
United States before the invention by the applicant for patent, excep°that an wSm^£S^ 
filed under the treaty defined in section 351(a) shall have the effecte for purposes of^ S,s aSSSSrf 

l^ P S° n fi ' ed Kr L he , Uni !f d Stat6S ° n,y if the int emational application SS^SS^SSST 
States and was publ.shed under Article 21 (2) of such treaty in the English language. 

Claim 12 is rejected under 35 U.S.C. 102(e) as being anticipate by Nikiforov et al. 
(US 5,679,524). 

This claim is drawn to an array of oligonucleotides wherein each one has a 3' 
nucleotide residue through which it is covalently attached to a support and a 5' 
nucleotide residue which is phosphorylated. 

Nikiforov et al. disclose attachment of oligonucleotides to a solid support, wherein 
the 3' end is attached to said support and the 5' end is phosphorylated (see, for 
example, Fig. 1, top). This patent also discloses that oligonucleotides may be 
immobilized on the solid support "in specific patterns", i.e., as an array (see column 1 1 , 
lines 6-64). 
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3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 

STnTS" 0 " J" 8, 'l* 6 differenC6S b6tWeen the sub ' ect matter sou 9 ht t0 b * Patented an d 

the prior art are such that the subject matter as a whole would have been obvious at the time the 

PaTntebilTwS T h f j n i ordinar V ski » in toe art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 

nnn! "Jt oc a o?2l! ny 6Vidence t0 the contrar y- APP'icant is advised of the obligation 
unaer 67 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C 102(e) (f) or (a) 
pnor art under 35 U.S.C. 103(a). ; ' K ) {9) 

Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Stabinsky (US 4,797,355) in view of WO 89/10977. 

This claim is drawn to a method comprising: providing a first intermediate 
oligonucleotide tethered to a known location of an array on a solid support, and a 
second intermediate oligonucleotide in solution, and a third oligonucleotide 
complementary to both the first and second intermediate oligonucleotides; forming a 
duplex of the third oligonucleotide with the first and second intermediate 
oligonucleotides; ligating the first and second oligonucleotides; and repeating these 
steps with oligonucleotides tethered to different locations of the support. 

Stabinsky discloses a method comprising: providing a first oligonucleotide 
tethered to a solid support, and a second oligonucleotide in solution, and a third 
oligonucleotide complementary to both the first and second intermediate 
oligonucleotides; forming a duplex of the third oligonucleotide with the first and second 
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oligonucleotides; and ligating the first and second oligonucleotides (see abstract and 
column 2, line 41 to column 3, line 62). 

Stabinsky does not disclose forming an array of different oligonucleotides on the 
support using the method. 

WO 89/10977 discloses the use of oligonucleotide arrays on solid supports for 
several purposes, including the detection of important genetic mutations (see abstract; 
page 3, lines 17-24; page 4, lines 19-30; example 4 on pages 19-20; page 22, lines 3- 
23). 

One of ordinary skill in the art would have been motivated to apply the 
oligonucleotide probe-forming method of Stabinsky to multiple known portions of a solid 
support (i.e., and array) because WO 89/10977 disclosed that oligonucleotide arrays 
were advantageous in providing for detection of genetic mutations. It would have been 

prima facie obvious t0 one °f ordinary skill in the art at the time of the invention to carry 
out the claimed method. 

4. No claims are free of the prior art. 

5. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kenneth R Horlick whose telephone number is 703-308- 
3905. The examiner can normally be reached on Monday-Thursday 6:30AM-5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gary Benzion can be reached on 703-308-1119. The fax phone numbers 
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for the organization where this application or proceeding is assigned are 703-308-4242 
for regular communications and 703-308-0294 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-308- 
0196. 

\iM.%U AO 

Kenneth R Horlick I 
Primary Examiner 
Art Unit 1637 
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